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Period for Reply 


A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MOMHS from the mailing date of this communication. 

- If NO period for rec!y is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply w :n n the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply receive 1 i:y the OfHce later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent ter n cidjustrrent. See 37 CFR 1.704(b). 

Status 

1)^ Respons've to communication(s) filed on 16 January 2008 . 
2a)n This action is FINAL. 2b)^ This action is non-final. 

3) \3 Since th 5 application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of CIrims 

4) S Claim(s) 51 and 60-75 is/are pending in the application. 

4a) Of th? above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) 51 and 60-75 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specfication is objected to by the Examiner. 

10) 0 The drawhg(s) filed on is/are: ajD accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacer-Gnt drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b;G Some * c)^ None of: 

1. n Grrtified copies of the priority documents have been received. 

2. n C-^rtified copies of the priority documents have been received in Application No. . 

3. n C'-'^ies of the certified copies of the priority documents have been received in this National Stage 

a^-'. 'cation from the International Bureau (PCT Rule 17.2(a)). 
* See the a' -^ched detailed Office action for a list of the certified copies not received. 
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Art Unit: 3774 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on January 
16, 2008 has been entered. 

Since the Board of Appeals Decision did not decide the issue of patentability, the 
Examiner concluded that it was still a valid ground once the indefiniteness issue was 
removed. Since the amendment of January 16, 2008 did remove the language that the 
Board of Appeals found objectionable, the Examiner decided to apply the previous 
ground of rejection in that the conferees of the Appeal Conference held in April 2006 
agreed to send the rejection, as is, to the Board of Appeals. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which fomis the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 51 and 60-75 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Haruyuki et al (the translation of Japanese patent JP3146679A2) in view of Niznick 

(US 5,571,017). 
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Haruyuki discloses an acid etched titanium implant surface with recesses having 
average depths of 0.5 to 5 microns; see the English language abstract and the 
"Technical Field" paragraph on page 2. Haruyuki discloses making dental repair and 
biorepair members including bone fixation devices and artificial dental roots, but fails to 
disclose implants made with the macrofeatures of a head, a threaded portion and a 
lowermost end as claimed. However, Niznick teaches that it was known in the art to 
have different regions of roughness (where the roughened portion begins below surface 
(3) of Niznick), a tapered section (between (3) and (14) of Niznick or between sections 
(8) and (10) of Niznick), a smooth head portion (elements (2) and (3) of Niznick), a 
lowermost end (element (10) of Niznick) a roughened region that has a peak-to-valley 
roughness of less than 25 microns) and a self-tapping feature (element (8) of Niznick); 
see the abstract, Figure 1 , column 2, lines 1-12, column 6, line 66 to column 7, line 24, 
column 4, lines 22-37, column 4, line 56 to column 5, line 6, and column 7, lines 9-24. 
Hence, it is the Examiner's position that it would have been obvious to have a smoother 
head portion, a threaded portion and a lowermost end in the Haruyuki invention for the 
same reasons that Niznick has the same. 

With regard to the limitation pertaining to the minimum consumption of metal, the 
Examiner asserts that this process step would not affect the final surface property, and 
thus, the resultant product would be the same as one where there was a more than 
minimum consumption of metal; see MPEP 2113, which is incorporated herein by 
reference thereto. 
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With regard to claimed etching process steps that are considered to be product- 
by-process limitations, the Examiner posits that since a similar type of etching process 
is used to form irregularities on the surface of the same material as claimed that the 
surface irregularities of Haruyuki that Haruyuki's surfaces would inherently be the same 
as those set forth in the claims; i.e. cone-shaped and/or spaced about the prescribed 
distance. 

Regarding claim 63 and the cone-shaped irregularities claimed, upon review of 
Exhibit 1 and Exhibit B, Comparative Example 2 of the Dr. Gubbi declaration filed June 
30, 2003, the Examiner concluded that the prior art treatments do result in cone-shaped 
elements; see the artifact folder color micrographs of Exhibit A (3D surface map of 
Appellants' Osseotite) thereof and compare to the color micrographs of Exhibit A of 
Examples 2 to 5 (3D surface maps of surfaces treated according to Haruyuki's 
treatment process). Thus, this evidence is used as evidence that cone-shaped 
elements are inherently present on the surface of Haruyuki. 

Response to Arguments 

In response to the arguments directed against the Haruyuki rejection that 
Haruyuki uses acid treatment to smoothen the surface not roughen it, the Examiner 
asserts that Haruyuki does not teach smoothening the surface. Rather, Haruyuki 
explains that there is an optimum surface characteristic to obtain for cell adhesion and 
ongrowth. Acid treatment with a too strong acid (over 6% HF) leads to too large of 
pores sizes while a too weak acid (under 1% HF) leads to too small of pores sizes; see 
page 4, left column of the translation. Smoothness is not explicitly discussed. Rather, 
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only rough edges and pores sizes are discussed. Furthemnore, the fact that Haruyuki 
wants to optimize pores size and depth to promote cell attachment does not teach away 
from Niznick, but instead teaches a way of achieving what both references desire: cell 
attachment and ongrowth. 

In response to the argument that Niznick and Haruyuki do not teach all the 
claimed elements, the Examiner has added further explanation to point out where each 
element of the claim language is found in each reference. 

In response to the argument that the references teach away from each other, the 
Examiner asserts that since both references are concerned with rough surfaces for the 
purpose of ongrowth and ingrowth that the different dimensions alone do not make them 
incompatible. Disclosed embodiments or preferred embodiments do not constitute a 
teaching away; see MPEP 2123 (II) that is incorporated herein by reference. 

With regard to Dr. Porter's Declaration, the claimed product-by-process steps are 
quite broad such that they are not commensurate in scope with the process steps used 
to make Applicant's samples; see the First Test-Osseotite on page 2 of the Dr. Gubbi's 
declaration filed June 30, 2003. From the description of the process, it is clear that very 
specific concentrations and treatment times were used that do not clearly exemplify a 
trend in the evidence; see MPEP 716.02(d) that is incorporated herein by reference. 
For these reasons, the Examiner asserts that evidence does clearly does not support a 
conclusion of unobviousness. 

Conclusion 

Applicant should specifically point out the support for any amendments made to . 
the disclosure, including the claims (MPEP 714.02 and 2163.06). Due to the procedure 
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outlined in MPEP 2163.06 for interpreting claims, it is noted that other art may be 
applicable under 35 USC 102 of 35 USC 103(a) once the aforementioned issue(s) is/are 
addressed. 

Applicant is respectfully requested to provide a list of all copending applications that 
set forth similar subject matter to the present claims. A copy of such copending 
claims is respectfully requested in response to this Office action if the application is 
not stored in image format (i.e. the IFW system) or published. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Examiner Paul B. Prebilic whose telephone number is 
(571) 272-4758. He can normally be reached on 6:30-5:00 M-Th. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Corrine McDermott can be reached on 571-272-4754. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

In-ormation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
publisher' applications may be obtained from either Private PAIR or Public PAIR. 
Status in'ormation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 


/Paul Prebilic/ 
Paul Prebilic 
Primary Examiner 
Art Unit 3774 


